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Applicant(s) 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b), 

Status 

1)C3 Responsive to communication(s) filed on 18 June 2007 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1-8.11 and 14-22 is/are pending in the application. 

4a) Of the above claim(s) 75-22 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6® Claim(s) 1-8,11 and 14 is/are rejected. 

7) P Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the.drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 19 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) G Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) Q Other: . 
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DETAILED ACTION 

1 . Applicant's amendment to claims 1,3,4,6,11 and 1 4 filed on 6/1 8/2007 is 
acknowledged. As a result, claims 1-8, 11, 14-22 are pending. Claims 15-22 are 
withdrawn from consideration. Claims 1-8, 11 and 14 are examined on the merits. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. The objection to the specification is withdrawn due to specification amendment. 
This application contains claims 15-22 drawn to an invention nonelected with traverse in 
Paper filed 9/25/2006. A complete reply to the final rejection must include cancellation 
of nonelected claims or other appropriate action (37 CFR 1 .144) See MPEP § 821 .01 . 

4. The objections to claims 2-3, 5 and 14 are withdrawn. 



Claim Rejections - 35 USC § 112 
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5. Claims 1, 4,5, 7, 8, 11, and 14 remain rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention, for the reasons of record stated 
in the Office action mailed December 18, 2006. Applicants traverse in the paper filed 
June 18, 2007. Applicants' arguments have been fully considered but were not found 
persuasive. 

In claiml, the recitation "expression of both a polypeptide coding sequence 
....and a promoter.... in a plant ... are repressed" is still confusing. "Expression of a 
promoter" is improper because a gene rather than a promoter can be expressed in a 
plant. 

In claims 3 and 4, the recitation, "in a plant cell or a plant" in line 3, is redundant. 

6. Claims 1-8, 1 1 and 14 remain rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the nucleotide sequence of SEQ ID 
NO: 2 and 9 copies of SEQ ID NO: 1 as light responsive elements in pea, as well as 
SEQ ID NO: 3 together with several variants made by deletions (as illustrated in PL1- 
PL4 of figure 4) as light responsive promoters in pea does not reasonably provide 
enablement for those sequences above being light responsive elements or promoters in 
any plant, or all the sequences containing SEQ ID NO: 1 as light responsive sequences 
or promoters in pea, or SEQ ID NO: 2 alone as light responsive promoter in pea. The 
specification does not enable any person skilled in the art to which it pertains with which 
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it is most nearly connected, to make/use the invention commensurate in scope with 
these claims, for the reasons of record stated in the Office action mailed December 18, 
2006. Applicants traverse in the paper filed June 18, 2007. Applicants' arguments have 
been fully considered but were not found persuasive. 

Applicants argue that Example 9 support that a 12-bp cis-element of SEQ ID NO: 
2 alone is sufficient to confer light repressibility on the expression of a gene placed 
downstream of the element (response, page 10, 5 th paragraph). However, the rejection 
is based on that SEQ ID NO: 2 alone does not constitute a functional promoter but 
rather functions as a light responsive element. Therefore, as shown in Example 9, a 
minimal promoter needs also to be included to in order to be a light responsive 
promoter. 

Applicants further argue that Mitsuhara et al. describe that each chimeric 
promoter, which had different numbers of tandem repeats of cis-element from the 5' 
upstream region of the CaMV 35S promoter promoter, respectively, had promoter 
activity (response, paragraph bridging pages 10-11). However, the cis-element of 
Mitsuhara et al. are dramatically different from SEQ ID NO: 1 in length, structure and 
function. The cis-element of Mitsuhara et al. is about 300 bp whereas the SEQ ID NO: 
1 is only 12 bp. The cis-element of Mitsuhara et al. do not share sequence homology to 
SEQ ID NO: 1 and functions as an general enhancer, rather than a light responsive 
element. Therefore, the teaching from Mitsuhara et al. is not applicable to the instant 
cis-element of SEQ ID NO: 1 . 
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The Applicants further argue that the cited reference of Ngai et al. describes that 
cis-element affecting the expression of asparagines synthetase (AS) gene whose 
transcription is negatively regulated by light and the cis-element were found in nuclear 
extracts of tobacco, peas and Arabidopsis and therefore be universal factors involved in 
light-activated repression (response, paragraph bridging pages 11-12). However, cis- 
element is not found in the cis-element of Ngai et al. Further, there is no evidence that 
the SEQ ID NO: 1 is found in homologous genes in any other plant, or that the binding 
factors for SEQ ID NO: 1 are found in nuclear extract of any other plant. Therefore, it is 
doubtful that the cis-element of instant invention would function similarly in other plants. 

Claim Rejections - 35 USC § 102 

7. Claims 1-3, 7 remain rejected under 35 U.S.C. 102(b) as being anticipated by 
Jansen et al. or Okubo et al. or Richards et al., for the reasons of record stated in the 
Office action mailed December 18, 2006. Applicants traverse in the paper filed June 18, 
2007. Applicants' arguments have been fully considered but were not found 
persuasive. 

Applicants argue that the DNA fragment containing the nucleotide sequence of 
SEQ ID NO: 1 of the present claimed invention is clearly differentiated from the nucleic 
acid disclosed in Jansen et al. or Okubo et al. or Richards et al. in chemical structure 
and length. However, the nucleotide sequence of Jansen et al. or Okubo et al. or 
Richards et al. comprises SEQ ID NO: 1 , therefore the property as being able to form a 
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light-repressible promoter in a plant when linked to a promoter is inherent to the 
sequences of Jason et al., Okubo et al. and Richards et al., regardless to the 
differences in the length and structure. 

Applicant further argue that Jansen et al. or Okubo et al. or Richards et al. do not 
teach SEQ ID NO: 1 is a core sequence. However, Applicant may discover a new 
feature for SEQ ID NO: 1 , the SEQ ID NO: 1 itself is nevertheless disclosed by Jansen 
et al. or Okubo et al. or Richards et al. Any property associated with SEQ ID NO: 1 
would be exhibited by the sequence of the references including being a core sequence. 

Applicant finally argue that neither of the references teach "an isolated DNA 
fragment is characterized by expressions of both a peptide-coding sequence placed 
downstream of the DNA fragment and a promoter operatively linked to said peptide- 
coding sequence in a plant cell or a plant are repressed by irradiation with white light at 
70 umole/m2/sec or irradiation with red light for 2 minutes". However, Applicants only 
claim a isolated DNA fragment comprising SEQ ID NO: 1„ rather than a chimeric 
promoter. 

Claim Rejections - 35 USC § 102/103 

8. Claims 4-6 and 8 remain rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Richards et al., for the reasons 
of record stated in the Office action mailed December 18, 2006. Applicants traverse in 
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the paper filed June 18, 2007. Applicants' arguments have been fully considered but 
were not found persuasive. 

Applicants present same argument as discussed above regarding to the rejection 
35 U.S.C. 102(b). For the same reason as discussed above as well as the failure of 
Applicants to provide evidence that genomic region of Richards et al. is not a promoter 
as claimed, the rejection is maintained. 

Summary 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicants is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Li Zheng whose telephone number is 571-272-8031. 
The examiner can normally be reached on Monday through Friday 9:00 AM - 5:30 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). 




ELIZABETH MCEUVUti 
PRIMARY EXAMMER 



